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DETAILED ACTION 
Response to Amendment 

Applicant's "Amendment" deposited on December 15, 2003 has been considered 
with the following effect. 

Claims 1-36 remain pending in this application. 

Response to Arguments 

Applicant's arguments filed on December 15, 2003 have been fully considered 
but they are not persuasive. 

Applicant's remark that "the Jebens reference does not teach or suggest the 
invention as set forth in independent claims 14 and 28". Specifically, "there is no 
teaching or suggesting of sending an email having a static section that is provided with 
the email and a dynamic section that obtains data only upon opening of the e-mail". 

The Examiner notes that Jebens does disclose the recited claims 14 and 28. In 
col. 14, lines 36-54, Jebens discloses, upon entering the ordering routine, the system 
will first download a destination and instruction form to the user for completion (sending 
an email to a receiving site of a customer). After user completes this form by identifying 
the identity of the user who is to receive the work order and adding any desired 
instructions for the receiving user, the system will temporarily store the destination and 
instruction form. The sending user identifies any data files such as high resolution 
images to be included in the work order. In col. 6, lines 1-6, Jebens discloses a mail 
server for performing email messaging for effecting communication with the users and 
the like. In col. 8, lines 23-25, Jebens further discloses a mail database which is used 
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to store emails and conventional addresses for user. Such mail server and 
downloading a destination and instruction form to the user for completion of an order 
are considered sending email to a receiving site of a customer over the communication 
network. Furthermore in col. 21, line 61- col. 22, line 11, Jebens discloses the host site 
downloads a custom email form when the user wishes to place an order. The user will 
fill in the email form with a short description and instructions for the receiver of the job 
order. In Figure 10F, Jebens discloses the email that the host site has sent. The email 
form 820 includes a static area which is the "description" and "instructions" and dynamic 
area where the customer provides the description and the instructions of the order (See 
Figure 10F). Moreover, the user can add images by selecting one or more images from 
the lists to be included in the order (col. 22, lines 2-6). Such downloading of the email 
form when the user wishes to place an order and with the user filling out the form by 
providing description and instruction for ordering are considered the sending an email to 
a customer, the email having a static section and dynamic section that obtains data only 
upon opening of the email, and the static text and/or graphics containing an order 
section for ordering of goods and/or services with respect to the dynamic data. 
Applicant's recitations in claims 14 and 28 "read on" this disclosure. 

Applicant's remark that "Williams reference does not disclose or teach anything 
that would render the independent claims obvious". Specifically, Williams does not 
teach or suggest the providing of the email having both the static and dynamic sections 
wherein the static section is first sent to the recipient and later the information for the 
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dynamic section is sent only upon opening of the email", as pertaining to claims 1-13, 
17,27, and 30-36. 

The Examiner notes that Williams was cited for teaching the emailing of the 
digital images and the location for receiving the digital image upon opening of the email. 
Jebens was cited for the providing of the email having both static and dynamic sections 
the static section is sent to the recipient and later the information for the dynamic 
section is sent only upon opening of the email. Examiner directs Applicant attention to 
the Examiner's response to Applicant's previous remarks regarding claim 14 and 28. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 14-16, 18-26 and 28-29 rejected under 35 U.S.C. 102(e) as being 
anticipated by Jebens. Regarding claims 14-15 and 28-29, Jebens discloses a 
method, computer software product, and system for ordering goods and/or services with 
respect to digital images comprising: 

• a server of a first party for sending email to a receiving site of a customer over 

the communication network (col. 8, lines 23-25; col. 21, lines 63-67; Figures 10F, 

10G, and 101); 
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• the email having a static section containing static text and/or graphics (col. 21 , 
lines 63-67; Figures 10F, ref. no. 820; Figure 10G; and Figure 101 ref. no. 860); 

• the email having a dynamic area/section for containing dynamic data, the 
dynamic data is automatically forwarded to the receiving site only upon opening 
of the email at the receiving site (col. 21, lines 63-67; Figures 10F, 10G, and 101); 

• the static text/and/or graphics containing an order section for ordering of goods 
and/or services with respect to the dynamic data (col. 21, lines 63-67; Figures 
10F, ref. no. 820; Figure 10G; and Figure 101 ref. no. 860); 

• dynamic data comprises the low-resolution digital image file (col. 8, lines 12-18); 
and 

• a fulfillment provider for filling of the order, the email having information for 
allowing the automatic forwarding of the order to the fulfillment provider (col. 22, 
lines 24-92; col. 23, lines 3-18) 

Regarding claims 16 and 26, Jebens discloses the static text and/or graphic 
comprises an order form for placement of an order for goods and/or services with 
respect to the image (col. 21, lines 62-66; Figure 10F); and Internet (col. 6, lines 1-5). 

Regarding claims 18-19 and 21, Jebens discloses the email further includes a 
URL address of a second party which, upon placing of an order using the order section, 
will be used to send said order automatically to the second party, the URL address 
being different form the URL address of the first party (col. 22, lines 26-35; col. 23, lines 
3-18; Figure 10G; col. 22, lines 43-66); the second party will fulfill the order placed by 
the customer (col. 22, lines 26-35; col. 23, lines 3-18; Figure 10G; col. 22, lines 43-66); 
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and a notice is sent to the first party by the second party when the order is placed with 
the second party (col. 22, lines 26-35; col. 23, lines 3-18; Figure 10G; col. 22, lines 43- 
66). 

Regarding claims 20 and 22, Jebens discloses a portion of the money paid by 
the customer to the second party is allocated to the first party; and the portion of the 
money paid to the second party is forwarded to the first party upon or after receipt of 
payment by the customer to the second party. (Col. 17, line 51 - col. 18, line 27) 

Regarding claims 23-25, Jebens discloses the email includes the ability for the 
customer to send an e-mail to a third party for allowing access to the images at the 
server and for placement of an order by the third party; the customer further permits the 
third party to provide additional data to the images; and the server allows the third party 
to provide data the dynamic data (col. 3, lines 1-10; col. 3, lines 51-65; col. 14, lines 11- 
54; Claim 35). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-13, 17, 27, and 30-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 6,321,231 to Jebens et al. and further in view of 
U.S. Patent No. 6,388,732 to Williams et al. 
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Regarding claims 1-2, 4, and 27, Jebens discloses a method and computer 
software product for ordering goods and/or services with respect to digital images 
comprising: 

• a server of a first party for sending email to a receiving site of a customer over 
the communication network (col. 8, lines 23-25; col. 21, lines 63-67; Figures 10F, 
10G, and 101); 

• a static section containing static text and/or graphics (col. 21 , lines 63-67; 
Figures 10F, ref. no. 820; Figure 10G; and Figure 101 ref. no. 860); 

• a dynamic area/section for containing dynamic data, the dynamic data is 
automatically forwarded to the receiving site (col. 21, lines 63-67; Figures 10F, 
10G, and 101); and 

• dynamic data comprises the low-resolution digital image file (col. 8, lines 12-18). 
However, Jebens does not explicitly disclose the emailing of the digital images 

and the location for receiving the digital image upon opening of the e-mail. Jebens 
discloses an image database which is adapted for archiving low and high resolution 
copies of digital images files (col. 8, lines 12-13). Furthermore, Jebens discloses a work 
order where a user may select images from a list to be included in a work order (col. 22, 
lines 1-12). Williams, on the other hand, teaches the emailing of the digital images and 
the location for receiving the digital image upon opening of the email (col. 1 , lines 45-60; 
col. 2, line 60 - col. 3, line 17). 

Therefore, It would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the method and product of Jebens, to include 
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the emailing of the images and the location, as taught by Williams, in order to provide 
photographic prints digitally and interactively so as to increase productivity and provide 
higher quality product to customers (Williams col. 1, lines 32-40). 

Regarding claims 3 and 13 (which depends on claim 1), Jebens discloses the 
static text and/or graphic comprises an order form for placement of an order for goods 
and/or services with respect to the image (col. 21 , lines 62-66; Figure 1 0F); and Internet 
(col. 6, lines 1-5). 

Regarding claims 5-6 and 8 (which depends on claim 1), Jebens discloses the 
email further includes a URL address of a second party which, upon placing of an order 
using the order section, will be used to send said order automatically to the second 
party, the URL address being different form the URL address of the first party (col. 22, 
lines 26-35; col. 23, lines 3-18; Figure 10G; col. 22, lines 43-66); the second party will 
fulfill the order placed by the customer (col. 22, lines 26-35; col. 23, lines 3-18; Figure 
10G; col. 22, lines 43-66); and a notice is sent to the first party by the second party 
when the order is placed with the second party (col. 22, lines 26-35; col. 23, lines 3-18; 
Figure 10G; col. 22, lines 43-66). 

Regarding claims 7 and 9 (which depend on claim 1), Jebens discloses a portion 
of the money paid by the customer to the second party is allocated to the first party; and 
the portion of the money paid to the second party is forwarded to the first party upon or 
after receipt of payment by the customer to the second party. (Col. 17, line 51 - col. 18, 
line 27) 
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Regarding claims 10-12 (which depend on claim 1), Jebens the email includes 
the ability for the customer to send an e-mail to a third party for allowing access to the 
images at the server and for placement of an order by the third party; the customer 
further permits the third party to provide additional data to the images; and the server 
allows the third party to provide data to the dynamic data (col. 3, lines 1-10; col. 3, lines 
51-65; col. 14, lines 11-54; Claim 35). 

Regarding claim 17, Jebens substantially discloses the claimed invention, 
however, it does not explicitly disclose the emailing of the digital images and the 
location for receiving the digital image upon opening of the e-mail. Jebens discloses an 
image database which is adapted for archiving low and high resolution copies of digital 
images files (col. 8, lines 12-13). Furthermore, Jebens discloses a work order where a 
user may select images from a list to be included in a work order (col. 22, lines 1-12). 
Williams, on the other hand, teaches the emailing of the digital images and the location 
for receiving the digital image upon opening of the email (col. 1, lines 45-60; col. 2, line 
60 -col. 3, line 17). 

Therefore, It would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the method and product of Jebens, to include 
the emailing of the images and the location, as taught by Williams, in order to provide 
photographic prints digitally and interactively so as to increase productivity and provide 
higher quality product to customers (Williams col. 1 , lines 32-40). 

Regarding claim 30, Jebens discloses a system for ordering goods and/or 
services with respect to digital images comprising: 
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• a retailer (image providers) for receiving an image product (col. 6, lines 55-60); 

• a server of a first party for sending email to a receiving site of a customer over 
the communication network (col. 8, lines 23-25; col. 21, lines 63-67; Figures 10F, 
10G, and 101); 

• a static section containing static text and/or graphics (col. 21, lines 63-67; 
Figures 10F, ref. no. 820; Figure 10G; and Figure 101 ref. no. 860); 

• a dynamic area/section for containing dynamic data, the dynamic data is 
automatically forwarded to the receiving site (col. 21, lines 63-67; Figures 10F, 
!0G, and 101); and 

• a fulfillment provider for filling the order, the email having information for allowing 
the automatic forwarding of the order to the fulfillment. 

However, Jebens does not explicitly disclose the emailing of the digital images 
and the location for receiving the digital image upon opening of the e-mail. Jebens 
discloses an image database which is adapted for archiving low and high resolution 
copies of digital images files (col. 8, lines 12-13). Furthermore, Jebens discloses a work 
order where a user may select images from a list to be included in a work order (col. 22, 
lines 1-12). Williams, on the other hand, teaches the emailing of the digital images and 
the location for receiving the digital image upon opening of the email (col. 1, lines 45-60; 
col. 2, line 60 - col. 3, line 17). 

Therefore, It would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the method and product of Jebens, to include 
the emailing of the images and the location, as taught by Williams, in order to provide 
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photographic prints digitally and interactively so as to increase productivity and provide 
higher quality product to customers (Williams col. 1 , lines 32-40). 

Regarding claims 31-33, Jebens disclose the server is remote from the retailer 
(Figures 1-2; col. 6, lines 52 - col. 7, line 20); the fulfillment provider is remote from the 
retailer (Figures 1-2; col. 6, lines 52 - col. 7, line 20); and the fulfillment provider is 
remote from the server (Figures 1-2; col. 6, lines 52 - col. 7, line 20). 

Regarding claims 34-36, Jebens discloses the fulfillment provider pays the 
retailer a portion of payment received from the customer for the order; the fulfillment 
provider receives orders from a plurality of retailers, where means are provided for 
keeping track of which of the plurality retailers forwards which of the orders to the 
fulfillment provider; and keeping track when the customer pays the fulfillment provider 
hand forwarding a portion of payment received from the customer to the retailer that 
sent the order to the fulfillment provider (col. 17, line 51 - col. 18, line 28). 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marissa Thein whose telephone number is 703-305- 
5246. The examiner can normally be reached on M-F 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Smith can be reached on 703-308-3588. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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